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DETAILED ACTION 

Claims 1-6 are pending. 



Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims are generally narrative and indefinite, failing to conform with current U.S. 
practice. They appear to be a literal translation into English from a foreign document and are 
replete with grammatical and idiomatic errors. In particular, it is not clear what is required in the 
process. 

The steps recited in claims 1 and 3 do not address the preamble as the steps do not relate 
to the process of immobilizing the enzyme, thus rendering the claims confusing. The step of 
bringing the immobilized enzyme into contact with the compounds (fatty acid triglyceride, etc.) 
listed in the claims occurs after the immobilized enzyme is prepared, and seems to correspond to 
the treatment of the immobilized enzyme. Furthermore, in claims 1 and 3, the final step of 
esterification is not related to the preparation of the immobilized enzyme. The inclusion of the 
phrase "wherein the enzyme is used for esterification" renders claims 1 and 3, and dependent 
claims 2, 4, 5, and 6 indefinite. Thus claims 1-6 are rejected under 35 U.S.C. 1 12, second 
paragraph. 
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The phrase "adjusting the moisture content of the enzyme" in claim 1 is confusing in 
that it is unclear how it follows from the previous step of contacting the immobilized enzyme 
with a fatty acid triglyceride, etc. The adjustment of the moisture content could even suggest 
drying. Thus claims 1, 2, 5, and 6 are rejected under 35 U.S.C. 112, second paragraph. 

Finally, the recitation ". . .in an amount of 20% to 3000% by weight, based on the weight 
of the carrier. . ." in claim 3 is indefinite because it is not clear whether the amount corresponds 
to the weight of the enzyme or the weight of fatty acid, fatty acid triglyceride, fatty acid partial 
glyceride, or mixtures thereof. For examination purposes, the amount of the fatty acid, fatty acid 
triglyceride, fatty acid partial glyceride, or mixtures thereof will be considered to be 20% to 
3000% by weight based on the weight of the carrier. Thus claim 3 and dependent claim 4 are 
rejected under 35 U.S.C. 112, second paragraph. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Shimizu et al. (EP 
1,008,647). 

EP '647 discloses preparation of an immobilized enzyme for esterification where the 
enzyme is immobilized on anion exchange resin without drying. The immobilized enzyme is 
treated with fat and/or oil which are the reaction substrates. See claims 1, 4, 6, and 7 on pages 7 
and 8, Example 1 describes the immobilization of 10 g of lipase on 10 g of anion exchange 
resin, followed by treatment with 40 g of soybean oil (page 5, lines 26, 34, and 37). According 
to the applicants' specification, soybean oil may be used as a fatty acid triglyceride or fatty acid 
partial glyceride for the treatment of the immobilized enzyme (page 9, last paragraph). In EP 
'647, the quantity of this oil is 400% by weight based on the weight of the carrier, thus satisfying 
the weight limitation specified in claim 3. Similarly, Example 3 describes the immobilization of 
10 g of lipase on 10 g of anion exchange resin, followed by its treatment with 100 g of aliphatic 
acid (a fatty acid) derived from soybean oil (pages 5 and 6, in particular, page 5, line 58, and 
page 6, lines 7-8, 14. Thus the fatty acid amount is 1000% by weight based on the weight of the 
carrier. Finally, the moisture content of the immobilized enzyme in the '647 invention is given 
as having a water content of 20% or more by weight (page 4, lines 35-37), thus satisfying the 
moisture content limitation indicated in claim 3. A holding of anticipation is clearly required. 

Claims 1-6 are rejected under 35 U.S.C. 102(e) as being anticipated by Shimizu et al. 
(U.S.Pat. No. 6,716,610). 

c 610 discloses a process where an enzyme for esterification of fats/oils is immobilized on 
a carrier without drying, followed by the treatment of the immobilized enzyme with the reaction 
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substrate. Example 1 satisfies the limitation of the percentage of fatty acid, fatty acid 
triglyceride, etc. used for the treatment as recited in claim 3 (column 6, lines 4-36 of patent), 
where soybean oil used for treating the immobilized enzyme constituted 400% by weight, based 
on the weight of the carrier. Thus '610 discloses claims 1, 3-5, and dependent claims 2 and 6. 

The applied reference has a common assignee and two common inventors with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it constitutes prior 
art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

Claims 1-6 are rejected under 35 U.S.C. 102(a) as being anticipated by Shimizu et al. 
(U.S. 2003/0096383). 

The '383 application discloses the same claim limitations as disclosed by the '610 patent. 
A holding of anticipation is clearly required. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shimizu et al. 
(EP 1,008,647) in view of Shimizu et al. (U.S. Pat. No. 6,258,575) and Ruthven (Encyclopedia 
of Separation Technology, Vol. 2, John Wiley & Sons, Inc., 1997, page 1072). 

As discussed above, Shimizu EP '647 discloses a process of treating immobilized 
enzymes with fat/oil which is the reaction substrate. EP '647 does not expressly disclose the 
fatty triglyceride, etc. weight range as recited in claim 2. 

However, Shimizu '575 discloses that 2000 g of soybean-squeezed oil is passed through a 
column holding 20 g of immobilized lipase. See Example 2, column 8, lines 25-36. The oil 
mixture is sent through the column multiple times (column 8, line 36 through column 9, line 7, in 
particular column 8, lines 59-62). The weight of the carrier, an anion exchange resin, may be 
estimated by performing a calculation using the dimensions of the column (column 8, lines 28- 
30) and the density range of exchange resin provided by Ruthven (page 1072, first paragraph 
under "Density and Specific Gravity"). A density of 700 g/L was used for the estimation, and 
the mass of resin was determined to be about 48 g. Therefore, the amount of soybean-squeezed 
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oil used in Shimizu '575 was about 4100% by weight based on the weight of the carrier. This 
fits within the range recited in claim 2. 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to increase the amount of fatty acid triglyceride, fatty acid partial glyceride, or 
mixtures thereof used for treating the immobilized enzyme as described in EP '647. 

One of ordinary skill in the art would have been motivated to do this because it would 
have improved exposure of the immobilized enzyme to the reaction substrate. Furthermore, the 
selection of the appropriate amount of fat used to treat immobilized enzyme clearly would have 
been a routine matter of optimization on the part of the artisan of ordinary skill, said artisan 
recognizing that the result or effect of the process would differ depending on the amount of fat 
employed. A holding of obviousness is therefore clearly required. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Pat. No. 
6,716,610 or U.S. 2003/0096383. 

The '610 patent or '383 application each discloses a process where an enzyme for 
esterification of fats/oils is immobilized on a carrier without drying, followed by the treatment of 
the immobilized enzyme with the reaction substrate. As stated above, each satisfies the 
limitation of the percentage of fatty acid, fatty acid triglyceride, etc. used for the treatment. 
However, each does not expressly disclose the specific fat amounts as recited in claim 2. 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to vary the amount of fatty acid triglyceride, etc. used in the '610 patent or '383 
application. 
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One of ordinary skill in the art would have been motivated to do this since, as stated 
above, the selection of the appropriate amount of fat used to treat immobilized enzyme clearly 
would have been a routine matter of optimization on the part of the artisan of ordinary skill 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re VogeU 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



Claims 1-6 are directed to an invention not patentably distinct from claims 1-4 of 
commonly assigned U.S. Pat. No. 6,716,610. Although the conflicting claims are not identical, 
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they are not patentably distinct from each other because the application claims recite the same 
basic steps as recited in the patented claims, to the extent that the limitations recited in the claims 
under examination are contained under the patented claims with the exception of the fat/carrier 
amounts recited in claims 2 and 3. While the weight ranges of fatty acid, fatty acid triglyceride, 
etc. as recited in claims 2 and 3 had not been expressly recited in US '610, the selection of the 
appropriate amount of fat used to treat immobilized enzyme clearly would have been a routine 
matter of optimization on the part of the artisan of ordinary skill. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP § 2302). 
Commonly assigned claims, discussed above, would form the basis for a rejection of the noted 
claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art under 35 
U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly owned at the time the 
invention in this application was made. In order for the examiner to resolve this issue, the 
assignee can, under 35 U.S.C. 103(c) and 37 CFR 1.78(c), either show that the conflicting 
inventions were commonly owned at the time the invention in this application was made, or 
name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
filed on or after November 29, 1999. 
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In conclusion, claims 1-6 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. Patent No. 
6,716,610. The claims are directed to an invention not patentably distinct from U.S. '610. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan E. Fernandez whose telephone number is (571) 272-3444. 
The examiner can normally be reached on Mon-Fri 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Wityshyn can be reached on (571) 272-0926. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Susan E. Fernandez 
Assistant Examiner 
Art Unit 1651 




